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Docket No. FJ-2003-046-US 
(MAS.0J8) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 
Koki Okamura 

Serial No.: I0/733 38O i- , 

' w Group Art Unit: 2164 

Filed: December 12, 2003 r Y . m ; n „. c tU - - 

fcxammer: Sathyanaraya R. Pannala 

For: FILE TRANSFER PROGRAM 

Honorable Commissioner of Patents 
Alexandria, VA 223 1 3- 1 450 

SUBMISSION OF EXECIITF.n TW CLARATmTV 
UNDER 37 C.F I R i jQ 1 l3l i 

Sir: 

In response to the Office Action dated June 5, 2006, and further to the Amendment 
under 37 C.F.R. §1.111 filed on September 5, 2006, please enter and consider the 
attached executed Declaration under 37 C.F.R. § 1.131, and the accompanying Exhibit 1 
and Exhibit 2 (English language translation). 

It is noted that a verified English language translation of the foreign priority document 
JP 2002-361 998, was filed on September 5, 2006, thereby perfecting Applicant's claim to 
priority under 35 U. S.C. § 1 1 9(a)-(d). 

Accompanying this Submission is an executed Declaration under 37 C.F.R. § 
1.131, which swears behind the effective prior art date of the Allam (U.S. Patent 
Publication No. 2004/0139400) reference. 

For the foregoing reasons, the AUam reference should be removed as prior art and 
the Examiner is requested to permit the present application to pass to immediate 
allowance. 
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In view of the foregoing, Appl icants submit that claims 1-14, all the claims 
presently pending in the application, are patentably distinct over the prior art of record 
and are in condition for alio^ce. The Examiner is respectfully requested to pass the 
above application to issue at the earliest possible time. 

Should the Examiner find the application to be other than in condition for 
allowance, the Examiner is requested to contact the undersigned at the local telephone 
number listed below to discuss any other changes deemed necessary in a telephonic or 
personal interview. 

The Commissioner is hereby authorized to charge any deficiency in fees or to 
credit any overpayment in fees to Attorney's Deposit Account No. 50-0481 . 

Respectfully Submitted, 

Date: )fy 2 *0* 




Jotexr. urejcti, Esq . 
Registration No. 46,672 

Sean M. McGinn, Esq. 
Registration No. 34,386 

MCGINN INTELLECTUAL PROPERTY 
LAW GROUP, PLLC 

8321 Old Courthouse Road, Suite 200 
Vienna, Virginia 22182-3817 
(703)761-4100 
Customer No. 21254 

CERTIFICATF. OF TRANSlVITSfimiv 
I certify that I transmitted via facsimile to (571) 273-8300 the enclosed Submission 
of Declaration under 37 C.F.R. § lMi , Exhibit 1, and Exhibit 2 (English translation), to 

Examiner Sathyanaraya R. Pannala, Art Unit 2164, on November 14, 2006. 



J ohnAf Cfre^cfi^Esq'. 
Registration No. 46,672 
Sean M. McGinn, Esq. 
Registration No. 34,386 
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Docket No. FJ-2003-046-US 
(MAS.0I8) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 
Koki Okamura 

Serial No.: 10/733,380 ~ . 

Group Art Unit: 2164 

Filed: December 12, 2003 c 

bxammer: Sathyanaraya R. Pannala 

For: FILE TRANSFER PROGRAM 

Honorable Commissioner of Patents 
Alexandria, VA 223 1 3- 1 450 

DECLARATION UNDFH P r JLE 37 r £ tt ^ f 

Sir: 

I (Koki OKAMURA), do hereby state that: 

1) I am the sole inventor of the above-identified application. 

2) The FILE TRANSFER PROGRAM was known to me earlier than October 
23, 2002, as shown in the enclosed "Invention Disclosure Documents" (Exhibit 1) and 
English translation thereof (Exhibit 2). 

3) The effective date of the "Invention Disclosure Documents" (Exhibits 1 
and 2) is earlier than October 23, 2002 and the date thereof has been redacted. 

4) The "Invention Disclosure Documents" (Exhibit I) were incorporated into 
Japanese Application Serial No. JP 2002-361998, and the application and the executed 
formal papers were filed in the Japan Patent Office on December 13, 2002. 

5) The contents of the enclosed "Invention Disclosure Documents" (Exhibit I) 
have been incorporated into the specification of the present invention, upon which claims 
1-14 are based. 
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6) The above clearly evidences a completion gfthg j an actua , 

reduction to practice) in the United States, a NAFTA or WTO member country before the 
U.S. filing date (e.g., October 23, 2002) of the parent Provisional Application 60/420,803, 
from which U.S. Publication No. 2004/0139400 to AUam claims priority. Therefore, U.S. 
Publication No. 2004/0139400 to Allam is removed as prior art under 35 U.S.C. § 102(e). 

7) In the alternative, I declare that the claimed invention was conceived prior 
to October 23, 2002 (e.g., as shown by the attached "Invention Disclosure Documents" 
(Exhibit I) having a date (no w redacted) prior to October 23, 2002 and, coupled with due 
diligence from a date before October 23, 2002, until the invention was constructively 
reduced to practice on December !3, 2002. That is, the application and the executed 
formal papers for Japanese Application Serial No. JP 2002-361998, from which the 
present application claims foreign priority under 35 U.S.C. § 1 19, were filed in the Japan 
Patent Office on December 13, 2002. 

8) The facts above in 6) clearly show a completion of the invention in a 
NAFTA or WTO member country before October 23, 2002. Alternatively, the facts in 7) 
above show a conception of the invention prior to October 23, 2002, and due diligence 
from just before October 23, 2002, until the filing date (i.e., the constructive reduction to 
practice) of the foreign priority application on December 13, 2002. 

I hereby declare that all statements made here of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like 
so made are punishable by fine or imprisonment, or both, under Section 1001 ofTitle 18 
of the United States Code and that such willftil false statements may jeopardize the 
validity of the application or any patent issued thereon. 
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Further declarant sayeth not. 

Koki OKAMURA 
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U.S. Appi.cat.on Serial No. 10/733,380 
Attorney Docket No. FJ-2003-046-US 
Exhibit 1 
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U.S. Application SeL, No. 10/733,380 
Attorney Docket No. FJ-2003-046-US 
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Invention Disclosure Statement! 



Document by Kbhki Okamura 
Office; Densetsu SF2 



*1 . The title of the invention 

A confirmation method when overwriting files 



*2. Field of the Invention 

rmC^o^ fiteS ' * ^e provision of 

Make sure to inscribe the targetfrelevant models <e,g.:SU-350) 
Lit there are no target/relevant models , please circle "None* 1 ] 



target/relevant models I 



None 



*3. Prior arts and their disadvantages (As for patents and documents of other 
companies, attaching copies are required). documents ot other 

Search Formula (keyword) : Ffle*Overwrite"Thumbnail 



Cited 
Reference 



3 
4 



Reference Number etc. 



Japanese Patent Application Uid-open 
11-234615 



Applicants 



Minolta Co., Ltd. 



Remarks 



Image Recording System 



(The difference between the present invention and the prior art) 

Cited Reference 1, when transferring a file to the recording medium, iudoes the files' 
sameness by rely.ng on the code unique to the file and de^i^ZeC^an^l 

cohere no? aA^* f,? 3 *!? ? leS Wlth spec,al formate ' and the unique 
codes are not added to general files, the intended purpose of this invention is limited. 



*4. Problems to be solved by the Invention 

wnethe?roU n ^ a method for a,low, ' n 9 lhe usefS to Orally judge 

whether to overwrite files, wh.ch can be versatilely applied for general files. 
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i*n H eanS f ° r SO,vln9 the P rob »eni 

thumbnail of the file in L destStn 1^ I , 9 *° be tran sferred in the source and the 
When the files of the sou™ ^^2 d 'V , * ed on the sciaer*, * 

the movingCge" taTffi theffig f^oj 

^£ u f r to Mnfirm the conte^heSa 9 ^ P,ayS the movf "9-'™ge and 

*6a. Embodiments 

Whan the files ere audio an audif mf*^.? n,,rm '5? """"its of the file. 

and a.fows tt» u^Mo^nTi™ i^K^ffSS* CI,Ckin9 iCOn plays *• audto 

6b. Other embodiments 

6c. Possible Other intended purposes 
*7a. The effect of the invention 
7b. The unexpected effect of the Invention 

7c. the effect unique to the embodiments 

8a. The scope of claim 

dttn QradUa ' re ° itaUon relatecl to **<*> means that defines me scops of 
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9. 



A brief description of the drawings 



'O lc RX101 jpg" Rle Ah™,* Exist* in Thi 5 F„ ldcr 

Current Hie 

fiPj Sire ^5MB 

Uptfcted May 24. 2002 H.00:T2 

Owrcrwrite wH* 



Sfcc 2_25MB 

Undated Maiy24.200? 1130:12 



(START ^) 



SELECT FILE 



J 



1 SELECT TRANSFER r. nM>i^Tl 



SELECT TARGET FOLDER 



1 




DISPLAY THUMBNAILS 
OF RLE IN SOURCEOF 
^ANSFERAND RLE 

,N ^B^J^lder 

ON SCREEN 



I TRANSFER RLE] 




T IN SOURCE OF 
TRANSFER OVERWRTTES 
RLE IN TARGET FOInPP 



NO 
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10/733,380 File transfer program 



Transaction History 

/ 11-27-2006 



12-18- 

200$::18:48:39 



Transaction Descijptlc 

Mail Final Rejection (PTOL 
Final Rejection 



326) 



C^T55^05-2OO6 
09-13-2006 
09-05-2006 
06-05-2006 
05-30-2006 
12-12-2003 
05-03-2006 

02- 28-2006 
01-14-2005 
01-10-2005 

01- 03-2005 

11- 10-2004 
09-17-2004 
09-08-2004 
09-08-2004 

12- 12-2003 
12-12-2003 

03- 18-2004 
03-18-2004 
03^18-2004 
03-18-2004 
03-18-2004 
03-19-2004 

02- 17-2004 
01-04-2004 
12-12-2003 




11-24-2006 

1 1-14-2006 Affldavit(s) (Rule 131 orl3 2) or Exhlblt(s) Received 

= Request for Foreign Priority {Priority Papers May Be Included)' 

Date Forwarded to Examiner 
Response after Non-Rnal Action 
Maif Non-Final Rejection 
Non-Final Rejection 

Information Disclosure Statement considered 
Case Docketed to Examiner in GAU 
Case Docketed to Examiner in GAU 
Case Docketed to Examiner in GAU 
Case Docketed to Examiner in GAU 
Case Docketed to Examiner in GAU 
Case Docketed to Examiner in GAU 
Correspondence Address Change 
IFW TSS Processing by Tech Center Complete 
Case Docketed to Examiner in GAU 

Request for Foreign Priority (Priority Papers May Be Included) 
Information Disclosure Statement (IDS) Filed 
Application Return from OIPE 
Application Return TO OIPE 
Application Return from OIPE 
Application Return TO OIPE 
Application Dispatched from OIPE 
Application Is Wow Complete 
Cleared by OIPE CSR 
IFW Scan 8i PACR Auto Security Review 
Initial Exam Team nn 



CfpseJA/indpw 



http5://sporlal.uspto,gov/secure/PA_l_0_lBP/PAIRPrintScrvlet 



12/18/2006 
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This application is officially maintained in electronic form. 
Document Description. To Download and Print: Check the 
click Start Download, 
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